United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/682,209 


10/08/2003 


Lcs Bennett 


PLI-1184 


8094 



24984 7590 

ALBERT O COTA 
5460 WHITE OAK AVE 
SUITE A-331 
ENCINO, CA 91316 



08/21/2007 



EXAMINER 



REDDING, DAVID A 



ART UNIT 



PAPER NUMBER 



1744 



MAIL DATE 



08/21/2007 



DELIVERY MODE 



PAPER 



Please And below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 

10/682,209 


Applicant(s) 

BENNETT ET AL 


examiner 

David A. Redding 


Art Unit 
1744 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 06 June 2007 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 2,3 and 7-19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 2,3.7-19 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) O Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) CH Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 2,3,7-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USP 6,598,261 (Howard). 

Claims 2,3,7-19 are substantially taught by claims 1-17, respectively. 

A pair of separating bars (claim 1 , item c) is considered to be equivalent to the 
claimed skiving bar. The angles specified in claims 10,11,12, are considered to 
constitute "right angles". 

Howard is silent as to the use of rollers having a smooth surface. However, one 
skilled in the art would recognize that although a smooth surface may not maximize the 
variance of air currents that air currents would be created sufficient to clean dust and 
dirt particles from the web. 

Response to Amendment 

Applicants amendments have overcome the rejections under 35 U.S.C. 1 12, 
second paragraph. The rejections have been withdrawn. 

The affidavit filed on 6/6/07 under 37 CFR 1.131 has been considered but is 
ineffective to overcome the US 2003/0046787 reference to Howard. 

The evidence submitted is insufficient to establish a conception of the invention 
prior to the effective date of the US 2003/0046787 reference. 
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As to formal matters affidavits filed under 37 C.F.R. 1 .131 must be signed by all 
inventors. Affidavits or declarations to overcome a rejection of a claim or claims must be 
made by the inventor or inventors of the subject matter of the rejected claim(s), a party 
qualified under 37 CFR 1.42, 1.43, or 1.47, or the assignee or other party in interest 
when it is not possible to produce the affidavit or declaration of the inventor(s). Thus, 
where all of the named inventors of a pending application are not inventors of every 
claim of the application, any affidavit under 37 CFR 1.131 could be signed by only the 
inventor(s) of the subject matter of the rejected claims. Presently, the affidavit filed lack 
the signature of inventor Dianna Howard. 

III. THREE WAYS TO SHOW PRIOR INVENTION 

The affidavit or declaration must state FACTS and produce such documentary 
evidence and exhibits in support thereof as arie available to show conception and 
completion of invention in this country or in a NAFTA or WTO member country (MPEP 
§71 5.07(c)), at least the conception being at a date prior to the effective date of the 
reference. Where there has not been reduction to practice prior to the date of the 
reference, the applicant or patent owner must also show diligence in the completion of 
his or her invention from a time just prior to the date of the reference continuously up to 
the date of an actual reduction to practice or up to the date of filing his or her application 
(filing constitutes a constructive reduction to practice, 37 CFR 1.131). As discussed 
above, 37 CFR 1.131(b) provides three ways in which an applicant can establish prior 
invention of the claimed subject matter. The showing of facts must be sufficient to show: 

(A) > (actual)< reduction to practice of the invention prior to the effective date of 
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the reference; or 

(B) conception of the invention prior to the effective date of the reference 
coupled with due diligence from prior to the reference date to a subsequent (actual) 
reduction to practice; or 

(C) conception of the invention prior to the effective date of the reference 
coupled with due diligence from prior to the reference date to the filing date of the 
application (constructive reduction to practice). 

It is unclear from applicant's affidavit and the evidence provided in Annex A 
which of the showings (A, B, C) applicant is attempting to establish. 

The Feasibility Study (Annex A ) establishes that an analysis of the air currents 
produced by smooth-surface rollers was conducted. However, it is unclear as to what 
data, graphs, figures, etc. show what the reference teaches. . 

The essential thing to be shown under 37 CFR 1.131 is priority of invention and 
this may be done by any satisfactory evidence of the fact. FACTS, not conclusions, 
must be alleged. Evidence in the form of exhibits may accompany the affidavit or 
declaration. 

Each exhibit relied upon should be specifically referred to in the affidavit or 
declaration, in terms of what it is relied upon to show. For example, the allegations of 
fact might be supported by submitting as evidence one or more of the following: 

(A) attached sketches; 

(B) attached blueprints; 

(C) attached photographs; 
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(D) attached reproductions of notebook entries; 

(E) an accompanying model; 

(F) attached supporting statements by witnesses, where verbal disclosures are 
the evidence relied upon. Ex parte Ovshinsky, 10 USPQ2d 1075 (Bd. Pat. App. & Inter. 
1989); (G) testimony given in an interference. Where interference testimony is used, 
the applicant must point out which parts of the testimony are being relied on; 
examiners cannot be expected to search the entire interference record for the 
evidence. Ex parte Homan, 1905 CD. 288 (Comm'r Pat. 1905); 

(H) Disclosure documents (MPEP § 1706) may be used as documentary evidence 
of conception. Exhibits and models must comply with the requirements of 37 CFR 1 .91 
to be entered into an application file. See also MPEP § 715.07(d). 

A general allegation that the invention was completed prior to the date of the 
reference is not sufficient. Ex parte Saunders, 1883 CD. 23, 23 O.G. 1224 (Comm'r 
Pat. 1883). Similarly, a declaration by the inventor to the effect that his or her invention 
was conceived or reduced to practice prior to the reference date, without a statement of 
facts demonstrating the correctness of this conclusion, is insufficient to satisfy 37 CFR 
1.131. 37 CFR 1.131(b) requires that original exhibits of drawings or records, or 
photocopies thereof, accompany and form part of the affidavit or declaration or their 
absence satisfactorily explained. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David A. Redding whose telephone number is 571-272- 
1276. The examiner can normally be reached on Mon.-Fri. 6:00 - 3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gladys Corcoran-Piazza can be reached on 571-272-1224. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/ David Redding / 
Primary Examiner 
Art Unit 1744 



DAR 



